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REMARKS/ARGUMENTS 
Status of the Application 

In the April 5, 2005, Non-Final Office Action, claims 1-5 were rejected. In the 
present Response, claim 5 was amended to change the term "such" to "said." Thus, 
claims 1-5 are pending. No new matter was added. 

The title of the application was amended to read " Electrostatically-Assisted 
High-Speed Rotary Application Process for the Production of Special Effect Base 
Coat/Clear Coat Two-Layer Coatings." Applicant respectfully submits that this 
amended title conyeys the specificity required by the Examiner. 

As requested by the Examiner, Applicant has also amended the specification 
to place all trademarks therein in capital letters. 

Provisional Rejections for Obviousness-type Double Patenting 

Claims 1, 2, and 5 were provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 6-8 
of copending U.S. Patent Application Serial No. 10/632,784. Applicant believes that 
the provisional rejection has been overcome through the filing of a Terminal 
Disclaimer, enclosed herewith, to copending U S. Patent Application Serial No. 
10/632,784. 

Applicant refers the Examiner to Reel and Frame No. 013963/0739, recorded 
September 11, 2003, for U.S. Patent Application Serial No. 10/632,784 and Reel and 
Frame No. 014401/0775, recorded March 5, 2004, for the present application, 
evidencing that the applications are co-owned by E.I. du Pont de Nemours & Co. 

Rejections Under 35 aS.C. § 112, 2"^ Paragraph 

Claims 1 and 5 were rejected under 35 U.S.C. § 112, 2"^ Paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Specifically, the Examiner asserted that 
"[c]laim 1 is vague and indefinite because the relative term 'high' does not convey 
the intended rotary speed, is not defined by the specification (page 13 merely 
exemplifies), and would not have been apparent to the skilled artisan." The 
Examiner further asserted that "'such' on line 5 [of claim 5] renders the scope of the 
claim unclear because it is not apparent if the sequences must be those previously 
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referred to, or ones implied to be the same or similar e.g. of a broader scope." 
(emphasis in original). 

Applicant respectfully submits that the term "high" in claim 1 is not indefinite. 
In asserting that the speed of the rotary bell is not defined by the specification and 
would not be apparent to one of ordinary skill in the art, the Examiner, in essence, 
has rejected the application for failing to enable claim 1. Applicant should not be 
expected, however, to disclose in detail that which is known to one of ordinary skill in 
the art. See MPEP § 2164 ("Detailed procedures for making and using the invention 
may not be necessary if the description of the invention itself is sufficient to permit 
those skilled in the art to make and use the invention."). At page 12, line 30 - page 
13, line 1, Applicant states that, in the operation of the claimed invention, 
"conventional high-speed rotary bells, known to the person skilled in the art , . . are 
used and are operated under cof7\/entona/ operating parameters." (emphasis 
added). Because conventional high-speed rotary bells and conventional operating 
parameters are used in Applicant's claimed process and Applicant has further set 
forth exemplary operating speeds, both in the specification and in the working 
examples, one of ordinary skill in the art would readily understand what the term 
"high" means in relation to the speed of the rotary bell. 

Regarding the rejection of claim 5, Applicant has amended the claim to 
change the term "such" to "said." Applicant thus respectfully submits that claim 5 
now clearly indicates that the rotations and the oscillating rotational movements refer 
to those previously described in the claim (see page 12, lines 19-29 for support). 

Rejections Under 35 U.S.C. § 103(a) 

Claims 1-5 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over allegedly admitted prior art (pages 1-2 of Applicant's specification) in view of 
Kazama et aL (U.S. Patent No. 5.865,380). Applicant respectfully traverses these 
rejections. 

In discussing the allegedly admitted prior art. Applicant makes no admission 
that the information asserted by the Examiner is, in fact, prior art but, for the sake of 
consistency with the Examiner's Office Action, will use term in referencing the 
rejection. 
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In alleging admitted prior art, the Examiner incorrectly interpreted information 
found in Applicant's "Background of the Invention." Specifically, at page 1, lines 26- 
27, the specification describes the application of a special effect base coaf through 
two spray passes. The Examiner, however, interpreted the Background of the 
Invention to disclose a pneumatic sprayed protective clear coat as the second pass. 
Correct reading of the paragraph beginning at page 1, line 22, indicates that, when a 
special effect base coat is desired, the first pass of the special effect base coat is by 
electrostatically-assisted high-speed rotary application and the second pass of the 
special effect base coat is by pneumatic spraying. Clear coating of the special effect 
base coat is not discussed in this paragraph. 

The advantage of the final pneumatic spray application of the special effect 
base coat is that a good special effect can be obtained, whereas a disadvantage is 
that application efficiency is low, that is, producing a high level of overspray (see 
page 2, lines 3-8). The benefit of the claimed invention is that the pneumatic 
application of a special effect base coat can be replaced by an electrostatically- 
assisted high speed application, which allows not only for an increased paint 
efficiency, but also for the surprising production of a special effect that is comparable 
to that obtained by pneumatic spray application. 

Turning to Kazama ef a/., this reference, either alone or in combination with 
the allegedly admitted prior art, fails to disclose or suggest Applicant's claimed 
invention. Referring to the third embodiment of the Kazama et ai disclosure, the 
electrode ring is connected to the atomizer bell itself (see column 11, lines 21-27). 
Thus, the direction of the rotation and the number of revolutions per minute is the 
same for the electrode ring and for the atomizer bell, Contrarily, in Applicant's 
claimed process, the atomizer bell and the electrode ring are driven independently 
{see page 11, lines 14-22; page 12, lines 1-10). This independency allows for 
rotational movements of the electrode ring separate from that of the atomizer bell or 
for oscillatory rotational movements of the electrode ring (see page 8, line 26 - page 
9, line 9). Moreover, the electrode ring can rotate at significantly lower revolutions 
per minute than the rotary bell (see page 12, lines 1-10; page 13, lines 1-5). It is 
also possible, for example, to have the rotary bell rotate clockwise and the electrode 
ring rotate counterclockwise and vice versa (see page 12, lines 1-8). 
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Consequently, the disclosure of Kazama et al. is completely silent and makes 
no suggestion as to the problem solved by Applicant. Kazama et al. disclose 
uniformly increasing the discharge current to thus improve painting efficiency (see 


column 2, tines 35-41). Applicant, however, has replaced the pneumatic spray 
application within the final spray pass of a special effect base coat application with 
an electrostatically-assisted special effect base coat application without sacrificing 
the good special effect that can be obtained by pneumatic spray application (see 
Applicant's working examples and comparative examples). Because of this lack of 
disclosure or suggestion in Kazama et a/., in addition to Kazama et a//s use of an 
electrode ring connected to the atomizer bell itself, Applicant respectfully submits 
that the claimed invention is patentable over Kazama et ai, either alone or in 
combination with the allegedly admitted prior art. 

Because claims 2-5 are dependent claims, which recite even further 
limitations to the claim that has already been traversed, Applicant relies upon the 
arguments presented above in rebuttal to the Examiner's assertion that claims 2-5 
are unpatentable. 


In view of the foregoing amendments and remarks, Applicant submits that this 
application is in condition for allowance. In order to expedite disposition of this case, 
the Examiner is invited to contact Applicant's representative at the telephone number 
below to resolve any remaining issues. Should there be a fee due which is not 
accounted for, please charge such fee to Deposit Account No. 04-1928 (E.I. du Pont 
de Nemours and Company). 


Summary 


Respectfully submitted. 



Dated: 


June 29. 2005 


Attorney for Applicant 
Reg. No.: 22,384 
Telephone: (302) 984-6058 
Facsimile: (302) 658-1192 
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